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Objectives

e To understand the structure and function of the
Patent Cooperation Treaty (PCT)
— International and National Stages

» To understand duties and obligations under the
Treaty
— IB (International Bureau)
— RO (receiving Office)
— ISA (International Searching Authority)
— SISA (Supplementary International Searching Authority)
— IPEA (International Preliminary Examining Authority)
— DO/EO (Designated Office/Elected Office)



The Patent Cooperation Treaty

* A United Nations Treaty
— signed June 1970
— became operational June 1978

— administered by the International Bureau (IB)

« of the World Intellectual Property Organization
(WIPO) in Geneva, Switzerland
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International Patent?

* An international application (IA) is filed
under the PCT but...
— there is no “international patent”

—the PCT functions as a patent application filing
system
— the IA must still be prosecuted

* in each national or regional office where patent
protection is desired



PCT Benefits for Applicants

Simplifies the process of filing foreign applications
— one set of formality requirements
— establishes a filing date in all PCT Contracting States

Postpones costs

— for filing in the national/regional offices
— translation fees, filing fees, attorney fees
Provides

— an early indication of prior art and

— a written opinion as to the novelty, inventive step and industrial
applicability of the claimed invention

Gives extra time for assessment of commercial viability in
designated States



PCT Benefits for Offices

* Provides every regional and national patent Office,
where protection is sought, the benefit of
— an International Search Report (ISR) and

— Written Opinion of the International Searching Authority
(WOISA)

— optionally, a Supplementary International Search Report (SISR)
* by a Supplementary International Searching Authority

— optionally, an International Preliminary Report on Patentability
(Chapter II) — IPRP (CH II)

* by an International Preliminary Examining Authority (IPEA)



PCT Contracting State

* A country which is a signatory to the PCT
» Eighteen (18) Contracting States in 1978

» Currently 148 Contracting States
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PCT World Map

(148 Contracting States on 03 August 2013)
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International Applications Filed

Figure A.1.1: Trend in PCT applications
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 In 2013, estimated 205,300 PCT international applications were filed
— 57,793 filed in US (28.1% of total PCT filings)

« Since the inception of the PCT system, over 2.5 million international
applications have been filed worldwide




Applications Filed at USPTO
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e In 2014, PCT Filings in RO/US increased 11.5% from 2013

« National phase application filing increased 6.4%
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The International Application

* A single application
— filed together with a Request
* by aresident/national of a PCT Contracting State
— filed in one language

— filed in one patent Office
 the receiving Office (RO)
» usually the applicant's home patent Office

— treated as a national application
 in each designated State as of the international filing date

 Formalities in compliance with the PCT
— must be accepted during national phase



Paris Convention Filing Timeline

(months) 0 12 File multiple
_ applications
File abroad
application
locally

* Local patent application filed first
— multiple foreign applications filed at 12 months, claiming priority
under the Paris Convention
» multiple formality requirements
* multiple prosecutions of applications
 translations and national/regional fees required at 12 months



PCT Filing Timeline

(months)

0 12 18 30
File first File International Enter
application International Publication national

Application phase

« Local patent application filed first
— single international application filed at 12 months,
claiming priority under the Paris Convention
« one set of formalities requirements
« one international phase prosecution

« translations and national/regional fees and prosecution not
required until 30 months



Two Phases of the PCT

e International phase
— Chapter I (mandatory)
— Chapter II (optional)

* National phase (stage)



Chapter 1



Chapter I - Filing and Searching

 International application is
— filed in a receiving Office (RO)
— searched by an International Searching Authority (ISA)

e Documents issued
— International Search Report (Form PCT/ISA/210)

* rarely, Declaration of Non-Establishment of ISR (Form
PCT/ISA/203)

— Written Opinion of the ISA (Form PCT/ISA/237)
* reissued as IPRP (Chapter I) at 30 months (Form PCT/IB/373)

— optional - Supplementary International Search Report
(SISR - Form PCT/SISA/501)



Chapter I - Amendment and
Publication

* Optional amendment to claims only, by applicant
— filed directly with the IB under PCT Article 19

« complete set of claims
« within 2 months of ISR mailing date

» Publication of international application by the IB

— with ISR and Article 19 amendments, if any
— available on IB web site — PATENTSCOPE

* Written Opinion of the ISA

— made available to public by the IB when publication
OCCUTrsS
 along with any informal comments filed by the applicant



International Searching
Authority (ISA)

e Each PCT Contracting State reaches agreement
— with one/more ISA(s) to search international applications filed in its
receiving Office
* Applicants who are U.S. residents or nationals

— filing in the RO/US or RO/IB can select as ISA
 USPTO
» European Patent Office (EPO)
« Korean Intellectual Property Office (KIPO)
e Australian Patent Office (IPAU)
» Russian Federation (Rospatent)
» Israel Patent Office (ILPO)

e USPTO acts as ISA for international applications filed in
certain other receiving Offices



International Searching and
Preliminary Examining Authorities

e AT Austria « FI  Finland

« AU Australia « IL Israel

« BR Brazil « IN India

« CA C(anada « JP Japan

« CL Chile « KR Republic of Korea

e CN China « RU Russian Federation

« EG Egypt « SE Sweden

« EP EPO « US United States

« ES Spain « XN Nordic Patent Institute
e UK Ukraine* « CL Chile

« SG Singapore*

*Has not yet commenced operations



PCT System

Priority Application Filed

Date for calculation of all

16 18

28

30

PCT time limits
0 12
I I
|
File local
(priority)
application

VAN

Typically a national patent
application in the country of
the applicant




PCT System - Chapter I

International Application Filed

Where no priority « Chapter I (no Demand filed)
application is filed, the IFD Start of
is the date for calculation of International

all PCT time limits

phase 30
> I
(months)
0 12* 16 18 28
| | L |
File local File
(priority) international
application application
under the PCT

Typically filed in the same national office

*may be more than 12 months * international filing/search fees
where the international application one language

contains a restoration-eligible one set of formalities
priority claim legal effect in all PCT States
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PCT System — Chapter I
ISR and WOISA Issued

Chapter I (no Demand filed) 41

30
I
(months)
0 12* 16 18 28
| | L1 |
. I »
File local File PCT International
(priority) Search Report
application 4 (ISR) and
Written x
ISA: Opinion of P ,
* establishes ISR citing relevant prior art ISA (WOISA) :nr;;lg?];thlss ;Rirlihe; IOS];\ receives
(—PfaTr/eI|SyAﬁ31no—)estainshment of ISR LU Ee )
(PCT/ISA/203) * 9 months after the priority date
» prepares written opinion (PCT/ISA/237)
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INTERNATIONAL SEARCH REFORT

Internatsomal apphication M.
PCTAUG 10725555

A, CLASSIFICATION OF SUBJECT MATTER
IPC{8) - G08Q 50/00 (2010.01)
USPC - 7053

According 10 Imtemational Pavent Classificanon (1FC) or s both mational classification and IPC

B. FIELDS SEARCHED

Mimimum dies hed {elassifeaion system fallowed by o

USPC: 7083

lassification symbals)

05 1, 2; 700, 90

Dupcusneniation searched oiher dhan mininvem documentsizon bo ihe exteni that such documenis are mcluded n the Delds seanched

El dala base e during the I search (nume of

USPTO WEST (PGPB, USPT, EPAB, JPAB)

SCANWDT, BLCgss, Mingve, procadura, locata, drug

dana base and, where praciicable, search iemms used)

Google
Search Torma Uekd: patenl, medcal, mcord, idenliliar, intormaion, allasgy, reaction, graphic, visual, display, prnl, update, tarcoda,

C. DOCUMENTS COMSIDERED TO BE RELEVANT

Caiegary® Cimison of document, with imdication, whene appropriate, of the relevant passages Relevant 1o claim Mo,
X US 20070125844 A1 (LIBIN @ al)) 07 Jurs 2007 (07 062007 ), enting documand, gspedally 12, 45, T=15, 17-18, 20-
;Ir—' para [D202H0003), 00051, ROVSHO0TT], [0021]{0028], (D030, [M0ME) and abstract 2
3,8 18 19
¥ LIS 20080222873 A1 (WEPHIN et al) 08 Oclober 2005 (06.10.2005), enfee documant, 3, 6, 16,19
wapecially para [0102], [CE2IHDZET)
L U5 200900043611 A1 (MADAS & al ) 12 Fabruary 2009 (12.02. 2005 122
A LIS 20050086071 AT (FOX el &) 21 Apel 2005 (21.04.2005) 1-22
A LS 2008/0149701 A1 (LANE) 26 Jura 2008 (25106 2008) 122

D Further documents ane listed n the continsation of Bax .

O

. Specisl casegones of ciied documentia:

“A" dogument definieg the general it o the ar which is rol considered
b be of particulas relevascy

o pateni bui pablish

“E"  earlier sppli d om ar afler the i

filing datw .

“L"  document which may throw doubis om prionty claim{s) or which s
chied 10 establish ihe publicaiion dete of anoiher ciimtion or other
special reason {ms specified)

""" document refemag, o an ol disclosure, use, exbibiics or other
MRERE

T Ister decumeni published aficr the imtermational fiking dals of prianiy
dale and nod in confhict il the appl bt cied b
the prirciple or itheery underlying the invention

"X documen of particular rolgvance; thy ¢ limed mvention cannol b
comsdered movel or cannod be considered 80 Emvelve an inventive
siep when the document is @kon alone

=¥ documen of panicular relevance; e climed mvention cann ke
considered 10 involve an ivestive siop when the document s
combinsd with ene or more oher such documens, such combinaiion
being obwicus 10 & persoa shilled in the an

30 Masch 2010 (30032010}

P d bdeiiied prrior ot | A filing dete bu |ster thas g =
the prinnty dile elised E ‘& dooweni member of the e patent Eamily
Daste of the actusl ¢ of the i iomal search Date of mailing of the intemational sexrch reporn

14 APR 2010

Name and mailing sddrezs of the IBAUS

Mail Stop PCT, Allnc IBAS, Comvnissionar for Palents
P.0. Boa 1450, Alexandria, Virgina 22313-1450

Facsimile Mo, gri273:a201

Autharized officer:
Laog ¥, Young

PCT Haipsesic BT1-277-4200
PCT Q&P 571-273-TTT4

Form BCTASAS 10 {second sheet) (July 3005

International Search Report

Form PCT/ISA/210

(second sheet)

Documents
Considered to be
Relevant
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International Search Report
Cited Documents (References)

C. DOCUMENTS CONSIDERED TO BE RELEVANT

Category* Citation of document, with indication, where appropriate, of the relevant passages Relevant to claim No.
. X 7~ US 2007/0125844 A1 (LIBIN et al.) 07 June 2007 (07.06.2007), entire document, especially 1-2, 4-5, 7-15, 17-18, 20-
Document Categories " para [00021{0003], [0005], (001510017}, [0021}{0025], (0030)], [0036] and abstract 22
3,6,16,19
Y US 2005/0222873 A1 (NEPHIN et al.) 06 October 2005 (06.10.2005), entire document, 3,6,16,19
. especially para [0102], [0223]-[0227]
A US 2009/0043611 A1 (NADAS et al.) 12 February 2009 (12.02.2009) 1-22
A US 2005/0086071 A1 (FOX et al.) 21 April 2005 (21.04.2005) 1-22
N A US 2008/0149701 A1 (LANE) 26 June 2008 (26.06.2008) 1-22
Document Citations &

Relevant Passages =




Three Main Categories
of Prior Art in an ISR

e “X" document

— Claimed invention lacks
e novelty or
* inventive step when considered alone
(lacks inventive step = obvious)

e "Y' documents

— Claimed invention lacks inventive step

e when two or more documents are used in
combination

"A" document
— General state of the art reference



Three Additional Categories of
Prior Art in an ISR

e "P" document
— intervening reference
— published on or after the priority date but before the IFD
- listed as “X,P" or “Y,P” or “A,P”
e "O" document
— non-written disclosure
— published after the IFD
— describes earlier oral disclosure
— listed as “"X,0" or "Y,0" or "A,O"
« "E" document

— U.S. or foreign patent or patent application published on or after
the IFD but having a filing or priority date prior to the IFD

- listed as “"X,E” or “Y,E" or "A,E"



PATENT COOPERATION TREATY

From the
INTERNATIONAL SEARCHING AUTHORITY

To SCOTT M. MILLER PCT
MCDONNELL BOEHNEN HULBERT & W .tt o ° o f th ISA
BERGHOF
3D§§0L?T:¢-¥L:CKER DRIVE, SUITE 3100 WRITTEN OPINION OF THE rl e n p I n I o n o e

CHICAGO, IL 60808 INTERNATIONAL SEARCHING AUTHORITY

{PCT Rule 43bis.1) c over S h eet

(i) 1 4 SEP 2011

Applicani's or agent's file reference FOR FURTHER ACTION

10-788-WO See paragraph 2 below

International application Mo International filing date (daymonthjear) Priority date (daymonthiear) . F O rl I l P C T/I SA/2 3 7
PCTIUS 11/40256 14 June 2011 (14.06.2011) 14 July 2010 (14.07.2010)

International Patent Classification (IPC) or both national classification and 1PC
IPC(8) - GO6Q 40/00 (2011.01)
uspec - 705137

Applicant TRADING TECHNOLOGIES INTERNATIONAL, INC.

(cover sheet)

1. This epinion contains indications relating to the following ftems: \
E Box Mo 1 Basis of the opinion
D Box Mo. Il Prionty
D Box Mo, [l Mon-establishment of opinion with regard to novelty, inventive step and industrial applicability

D Box Mo, IV Lack of unity of mvention

Box Mo,V  Reasoned statement under Rube 43is.1{a)(i) with regard 10 novelty, inventive siep or indusirial applicability, > C O n te n t S Of t h e WO I SA

citations and explanations supporting such statement

Box Ne. VI Cenain documents cited

[] BoxNe. VIl Certain defects in the intemational spplication

Box Mo. Wil Cerlain observations on the international application )

2. FURTHER ACTION
If a demand for intermational preliminary ¢xamination is made, this opinion will be considered to be a written opinion of the
International Preliminary Examining Authority (“IPEA™) except that this does not apply where the applicant chooses an Authority
other than this one 1w be the IPEA and the chosen IPEA has notified the Iniemational Bureau under Rule 66.1 bis(b) that written
opinions of this [niemational Searching Authority will not be so considered.

I this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to th IPEA
w written reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing of Fom
PCTNSA220 or before the expiration of 22 months from the priority date, whichever expires later.

For further options, see Form PCTASA/220.

Mame and mailing address of the ISAUS | Date of completion of this opinion Authorized officer:

Mail Siop PCT, Alin: ISALS Lea W, Youn

Commisslonar for Patant ' 9

F.0. Bewx 1450, Hlmn:n‘n, Winginia Z2313-1450 05 September 2011 {05.09.2011) SETH — 28
Facsimile No. 571-273-3201 BCT OSP- 571-272-TTH

Form PCT/SAS237 (cover sheet) (July 2011}



Written Opinion of the ISA
Basis of this Opinion
INTERNATIONAL SEARCHING AUTHORITY CecTius uatzss Form PCT/ISA/237

Box Mo I Basis of this opinion

1. With regard 1o the language, this opinion has been established on the basis of: \ B OX N O . I

E the intermational application in the language in which it was filed

D a translation of the international application into which is the language of a
iranslation furmished for the purposes of intermationgl search (Rubes 12.3(a) and 23.1(b)).

2 D This apinion has been established taking into account therectification of an obviowus mistake authorized by or notified
to this Authority under Ruole 91 (Rule 43bis, 1{a))

3. With regard to any nucleatide and/or amino acid sequence disclosed in the international application, this opinion has been

« Basis of this opinion

e — application as filed
on paper
[:‘ in electranic form b traﬂS|ated

b. (time) b rectified

D in IJIl: mtl:ll:latlurlal apphua[lu" &s r'llq.'-;]

D tugether with the inlernational application in electronic form — n O a m e n d m e nts
I-_—l subsequently to this Awhority for the purposes of search
e In contrast to CH II

4. |:I In addiition, in the case that more than one version or copy of a sequence listing has been fled or furnished, the required
statements that the information in the subsequent or additional copies is identical 1o that in the application as fled or )
does not go keyond the application as filed, as appropriate, were fernished

5 Addivional comments:

Form PCT/ASASIT (Boex Mo, L) (July 20010}
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WRITTEN OPINION OF THE International application Mo,
INTERNATIONAL SEARCHING AUTHORITY PCTIUS 11140256

Box No. V Rensomed statement under Rule 435is.1(s)(i) with regard 1o novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

1. Statement
Mowvelty (N) Claims 4-5, 11-12, 15-16, 18-18 YES
Claims 1-3, 610, 13-14, 17, 20 MO
Inventive siep (I5) Claims Hone YES
Claims 1-20 ' NO
Industrial applicability (1A) Claims 1-20 YES
Claims Neno ] NO

1. Citations and explanations:
Claims 1-3, 6-10, 13-14, 17, and 20 lack novelty under PCT Article 33(2) a5 being anticipated by US 2003/0004858 A1 to Shaw at al.
[harginaftar "Shaw').

Regarding claims 1 and 14, Shaw teaches 2 method, and computer readable medium, for smart matching alecironic orders for a tradeable
objéct, comprising: comparing & new working order to at least one pending order prior to submitting the new working order to an electronic
axchange for trading, whare the new working order is for a first quantity for a tradeable abject and the pending order is for a second
quantity for the tradeabla cbhject, tha naw working order and the at least one pending order darivad from at leas!t one comman trading
strategy of crae or more tradors (a system avlomatically pairs users who have similarty entered counter-side transactional intenest
indications in the same ltarm, where & sacure station stores ussr data and transection data in tha form of multiple prospective transaction
eniries received from the user terminals, each antry including a fungible itam indication and a transaction side Indication ldentifying one of
two opposing transaction sides, and where a search companent is operatively coupled to the memosy and adapted to perform a
comparison of the stored entries with respect 1o the fungible Rem indications and the transaction side Indications, and, based on that
companison, 1he search component selects sats of two or more stored entries as matching entries having the same fungible item indication
and iogether including transaction sida indications identifying the opposing transaction sides, para [0018], [0027), [0028], [0143]); in
responss to comparing, determining that the new working order and the at least one pending order are contra orders and havie 3 common
prica (counter, or contra, side transactions are identifed, para [0018], [0027), (102%]); matching at laast a portion of fhe first quantity of the
new working order and at least a portion of the second quantity of the panding order {the contra-side orders are matched, para [0018],
10027], [00249)); and reporting & match of the working order and the pending order (the transaction ls reportad, para [0174]).

Regarding claim 2, Shaw leaches where matching comprises matching the first quantity of the new working order and at least a portion of
the second guaniity of the pending order via the computing device (a set of matching entries |s realized if the mambers of the poteniial set
Inchude st least ona eniry on each side of the transaction, para [0027], [0029)).

Regarding claim 3, Shaw leaches reporting & match of the first quantity of the new working order (a particular transacilon is reported, para
[0174]).

Regarding claims & and 17, Shaw teaches submilting a message ko the électronic exchange to delate the at least a portion of the second

quantity (personalized user page allows users to entes, modify, monitor, and delete indications of transaction inerest, para [0082], [0091],

[ooaT), [3101)).

Regarding clalm 7, Shaw teaches sending a cancelreplaca message 1o tha eloctronic exchange to cancel and replace the pending order
with a new panding order (personalized user page allows users to enter, modify, monitor, and delete indications of Wansaction interast
para [DDB2], [0091], [0087], (0104]).

Regarding claim B, Shaw teaches whers the new pending onder comprises a ramaindar of the second quantity not matched with the new
working crder (the remainder of shares not within a single transaction are apportioned among several parties, para [0161]).

Regarding claim 9, Shaw teaches where matching compriaes matching at laast a porian tha first quantity of the new working order and
the second quantity of the pending order (the proposed buy and sell orders are maiched, para [0027], [D028), [0079], [D161]), [0150]).

Regarding claim 10, Shaw teaches réporting a match of the second quaniity of the pending order (the transaction is reportad, para [0174]),
Regarding clalm 13, Shaw teaches where the new working order comprises an culright order (buy and sell orders, para [0079], [0120]).
~CONTINUED IN SUPPLEMENTAL BOX~

Form PCTASAS3T (Box No. V) (July 2011}

WOISA

Reasoned Statement

Form PCT/ISA/237

Box No. V

Citations and
explanations on novelty,
Inventive step and
industrial applicability of
the claimed invention
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PCT System - Chapter I
Article 19 Amendment Filed

< Chapter I (no Demand filed) >
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application amendment

Filed in the IB

* claim amendments only

 within 2 months of
ISR/WOISA mailing date




PCT System - Chapter I

International Application Publication

WIPO publishes IA < Chapter I (no Demand filed)
» example: WO2013/018714
e accessible via DERWENT
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WO 22051139 PCT/USZOMSSGE2

AMENDED CLAIMS
received by the International Bureaw on 17 February 2012 (17.02.2012)

1. A method for the treatment or prevention of a cognitive disorder in a subject, comprising
admimstering to the subject a therapsutically effective amount of at least one compound selected
from the group consisting of:

By
O

¥ M

H © (A) and

" H .
HO L N W
H o

and pharmaceutically acceptable salts thercof, wherein the concentration of said compound exceeds
K; for 1IB-HSD1 in the brain of said subject for at least five hours. .

(B)

2. The method according to claim 1, wherein the subject is a human.

3. The method according to claim 1, wherein the cognitive disorder is selected from the group
consisting of depression, anxiety, schizophrenia, bipolar dizorder, post-traumatic stress disorder,
attention deficit hyperactivity disorder (ADHD), and Alzheimer's Disease,

4, The method according to claim 3, wherein the cognitive disorder is Alzheimer's Disease.

5, A method for inhibiting 1 1 B-hydroxysteroid dehydrogenase type 1 in the brain of a subject,
comprising admimstering 1o the subject a thermpeutically effective amount of at least one compound
selected from the group consisting of:

B ow . Hoy .
G Aty
H

and pharmaceutically acceptable salts thereof, wherein the concentration of said compound exceeds
K for 11B-HSD1 in the brain of said subject for at least five hours.

(A) and (B),

6. The method according to claim 5, wherein the subject is human.

7. The method according to claim &, wherein the subject suffers from a cnéj:itive disorder
selected from the group consisting of depression, anxiety, schizophrenia, bipolar diserder, post-
traumatic stress disorder, attention deficit hyperactivity disorder (ADHD), and Alzheimer's Disease.
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PATENT COOPERATION TREATY

PCT

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY

(Chapter I of the Patent Cooperation Treaty)
—
IPRP Chapter I

Applicant’s or agent's file reference FOR FURTHER ACTION See em 4 below
10-788-W0O

International application Mo, International filing date {daymonthyear) Priority date (day/monih/vear)
PCT/US2011/040256 14 June 2011 (14.06.2011) 14 July 2010 {14.07.2010)

International Patent Classification (8th edition unless older edition indicated)
See relevant information in Form PCT/ISA/237

Applicant
TRADING TECHNOLOGIES INTERNATIONAL, INC.

Form PCT/IB/373

(cover letter for the WOISA)

1 This international preliminary report on patentability (Chaprer 1) s issued by the International Burean on behalf of the
[nternational Searching Authority under Rule 44 his 1{a).

2. This REPORT consists of a total of 5 sheets, including this cover sheet.

In the attached sheets, any reference w the written opinion of the Internaticnal Searching Auathority should be read as a
reference to the International preliminary report on patentabilicy (Chapter [) inswead.

A This report contains indications relating o the following items:

g B Mo, | Biasis of the report

D Bos Mo, 11 Priority

I:I Biax Mo, 11 Mon-establishment of opinion with regard o novelty, inventive step and industrial
applicability

D Box Mo, IV Lack of unity of invention

E Box Mo, W Reasoned statement under Article 35(2) with regard o novelty, inventive step or
induswrial applicability; citations and explanations supporting such statement

D B No, Wl Certain documents cited

[:] Boxe Mo, VI Certain defects in the miernational application

D Box Mo, W Certain ohservations on the international application

4 The International Bureau will communicate this report to designated Offices in accordance with Rules 44biz, () and 93bis. 1
hut not, except where the applicant makes an express request under Article 23(2), before the expiration of 230 months from
the priority date (Hule 44bis 2).

Diate of 1ssuance of this repart

15 January 2013 (15.01.2013)

The International Burean of WIPOD Authorized officer

34, chemin des Colombettes
1211 Geneva 20, Switzerland

Masashi Honda 37

Facsimile Mo, +41 22 338 82 70 e=mail: ptlE. poi@wipo.int

Form PCTVBA73 (January 2004)
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Chapter II (optional)

Preliminary Examination by the IPEA
« A Demand is filed with an IPEA

— usually accompanied by a response to the WOISA
e arguments, and/or
 Article 34 amendment to the description, claims, drawings

e Documents issued

— International Preliminary Report on Patentability (ChapterII) (Form
PCT/IPEA/409)

 usually the only Office action issued by the IPEA
* no appeal or further prosecution during international stage once issued

— Written Opinion of the IPEA (Form PCT/IPEA/408)

* issued only in extraordinary circumstances



International Preliminary
Examining Authority (IPEA)

e Each PCT Contracting State reaches agreement

— with one/more IPEA to examine international applications filed in its
receiving Office

e IPEA/US is a competent IPEA

— for international applications filed in RO/US
— regardless of which ISA performed the search

« IPEA/US may be a competent IPEA for IAs filed
— in RO/IB
« with some restrictions
— In certain other receiving Offices
» where ISA/US performed the search
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priority date
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PATENT COOPERATION TREATY

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY )
11 of the Patent Cooperation vl
(PCT Article 36 and Rule 70) IP RP C h t r II
Applicant's or agent’s file reference a p e

EM.029 FOR FURTHER ACTION See Form PCT/IPEAS 16
Internaticnal application Mo, International filing date ddaywimanthiear) Prionty date fdaymonthivear)

PCTAUS | 2754468 10 Seprernber 2012 (10.09.2012) 10 Seprember 2001 (10.08.2011)
International Patent Classification (IPC) or national classification and 1PC ove r e e

IPC: AGIE 21/D2( 2006.01)
USPC:  482/92,121,122

Applicant
SPIRAFLEX, INC,

I, This report is the international preliminary examination report, established by this Inemational Preliminary Examining
Authority under Article 35 and transmitied to the applicant according 10 Article 36

2 Thizs REPORT congisis of a idal o sheets, including this cover sheet
3 This report is also accompanicd by ANNEXES, comprising: F O rl I I P CT/I P EA/4 O 9

L
a (sent to the applicant and fo the Infernational Bureaw) a wial of f_Lhms, as follows:

EE sheets of the description, claims andior drawings which have been amended andfor sheets coniaining
rectifications authorized by this Authority, unless those sheets were superseded or cancelled, and any
accompanying lefters “(see Rules 46.5, 668, 70016, 91.2, and Scction 607 of the Adminsurative
Instructions )
sheels contaming rectifications, where the decision was made by this Auwhorily not 1o lake them o
account because they were nod authonized by or notified to this Authonty at the time when this Authonily
began to draw up this report, and any accompanying letiers (Rules 66,45, 70.2(¢), 70,16 and 91.2),
superseded sheets and any accompanying letters, where this Authority either considers that the superseding
sheets contain an amendment that goes beyond the disclosure in the international application as filed, or the
superseding sheets were nol accompanied by a letter indicating the basis for the amendmenis in the
application as filed, as indicaied in fiem 4 of Box Mo, | and the Supplemental Box (see Rube 70,16(b))

b [:l ‘fsent o the International Bureaw only) a total of (indicate type and number of electronic carrieris))
e, COMLAININE @ Sequence listing. in electronic form only, as indicaed in the Supplemental Box Relating w
Sequence Listing (see paragraph 3bis of Annex C of the Administrative Instructions)

4. This report contains indications relating o the following items:
Box Mo | Basis of the repont \
Box Mo 11 Prionty
Bax Mo 11 Mon-establshment of opinion with regard 1o novelty, inventive step and industrial applicability

Box Mo, IV Lack of unity of invention f
Box Mo, v Reasoned statement under Article 35(2) with regard 1o movelly, inventive step and industrial C O n te nts O th e IP R P (C H II)

applicability; ¢itations and explanations supporting such statement

MO KOOOX

Baox Mo. VI Cenain documents cited
Box Mao. VIl Centain defects in the imernational application
Box Mo. VI Cerlain observalions on the international application /
Date of submission of the demand . Date of completion of this repon
(1 February 2013 (01.02.2013) | 12 June 2003 (12.06.2013)
Name and mailing address of the IPEAS US Autharized officer
Ml Stop PCT, Arin: IPEAMUS .
Commissioner for Palens
PO, Box 1450 fLoAn H. Thanh/ - 44
Alexandria, Virginia 22313-1450
Facsimile Mo, (371) 273-3201 Telephane No. 571-270-1702

Form PCTPEAMDD [cover sheet) (July 20113



IPRP (Chapter II)
Basis of the Report

Form PCT/IPEA/409

Intermational application No.

PCTAJS12/54468 B OX N O D I

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY

Box MNo. 1 Basis of the report

1. With regard 1o the language, this report 1s based on:

E the international application in the language in which it was filed.

EI a translation of the iMernational application inte Epglish which is the language of a translation furnished for the purposes of:
[ international search (Rules 12.3(s) and 23.1(b)).
|:| publication of the international application (Rule 12.4(a)).

I:I international preliminary examination (Rules 55.2(z) andfor 55.3(a) and (b))

2. With regard 10 the elements of the international appliction, this report 1s based on freplacement sheeis which have been furnisked
to the receiving Qffice in response to an invitanion under Article 14 are referred (o in this report as “originally filed™ and are nor
annexed (o this report)

D the international application as originally filed/furnished

e | e Basis of the report

) pages  1-17 as ariginally filed/furnished
pages* NOME received by this Authority on

pages* NONE received by this Authority on . — a p p | ica t i O n a S

E the claims:
pages MNOME as ariginally filed!furnished a m e n d ed

pages* NOME as amended (together with any statement) ender Article 19
pages* 18-22 22.]1, 22-2 received by this Authogity on 0] February 2003 (01.02.2013)

pages* NONI received by this Authosity on —in COntraSt to WOISA

E the drawings:
pages 1713 - 13/13 as originally fledfurnished
pages® NOMNE received by this Authority on
pages® NOMNE received by this Authority on o

Farm FCTAPEA/D® (Box Mo, 1) (July 2011)
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Reasoned Statement

Form PCT/IPEA/409

International epplicetion No

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILITY | PCT/USI2/54468

Box No. ¥ Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial B OX N O . V

applicability; citations and explanations supporting such statement

1. Statement _ \

Novelty (N) Claims )-22 YES
Claims MONE NO
Invemive Step (I15) Claims 3-8, 11-21 YES
Claims 1-6,9-10, 22 . NO C R R d
Industrial Applicability (1A) Claims 1-22 . YES Itat I O n S a n
Claims NONE NO

2. Citations and Explanations (Rule 70.7)

lanati on
1) Claima 1-6 lack a}l inventive step under PCT Article 33(3) as being obvious over Hsieh el al. (US Pai. No. 7,628,704 B, Mov. 9, . .
2000) (herein "Hsieh") in view of Truini (LIS Pai. No, 5,720,701, Feb, 24, 1998) n Ove I t I n Ve n t I Ve Ste
With respect 1o claim |, Hsich teaches a personal exercise device 10 comprising a first arm and a second arm (such as lefl and I/

right rads 1 1) pivotally coupled 1o the first arm at a pivot point. (See Haich, Abstract, col. 2, line 48 - col. 3, line 9, and Fig. 1) Hsich
also teaches a first handle 12 and a second handle 12 removably coupled o the first arm 11 and second arm 11, respectively away from . L3

the pivot point. (See Hsich, Fig. 2, which shows the two halves 121 of the handles 12 being mutually assembled together, as deseribed in a n d I n d u St rl a I
col. 3, hines 10-16, with projections {not numbered) that are commonly used 1o connect two components together via serews, thereby

making the handles removable).

Hsieh further leaches a resistance member (i.e., first torsional spring 20) operably connected o both the first arm (lefi rod 11) and . oo
the second arm {right rod 11} and configured 1o resist the relative rotational motion of the first arm (left rod 11) with toward the second I b I t f t h
arm (right rod 11). (See Hsich, Fig. 2 in which the spring 20 is connected to left and right rods 11 via first and second main bodies a p p I C a I I y O e
101,102.) The torsional spring 20 provides resistance against both outward and inward forces applied (o the arms (ie., rods 11) inat
least two substantially opposing directions. See also col. 2, line 48 - col. 3, line 9). Thus, the resistance member (i e, spring 20) is ° . .
engaged 1o provide resistance against the first and second arms pivoting towards each ather when an adduction force is applied against
the first and second handles 12 (i.c., by moving reds | 1 pivotally towards cach ather via handles 12, the spring 20 provides the resisiance C a I I I | e I n Ve n I O n
in the opposile direction from piveling the arms |1 together).

Hsieh is silent in explicitly teaching that the exercise devices includes a first iension member operably connecied between the
firsi handle and the second arm, and a sccond lension member operably connected between the second handle and the first arm. Hsieh is
also silent in explicitly teaching that the resistance member provides resistance when an abduction force is applied against the first and
second handles by the first and second tension members upon extendimg the first and second handles from the first and second anms,

Fr & a"l'ﬁ';ml.s art ieaches an exercising device with pivoting arms and handles. {See Truini, Abstract, and Fig
g w v mber (ie., resilient member 36a) operably connected between a first handle 26 and a second arm 12 j
second tension member 36b operably connected between a second handle |5 and a first arm 22, (As seen Fig, | of

T
Form PCT/IPE
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National Stage Requirements

o PCT Articles 22 and 39 require furnishing of the

following for national/regional stage entry

— a copy of the international application
 unless already provided by the International Bureau

— a translation of the international application
* where appropriate

— the national fee

« National/Regional Offices may have additional

requirements
— PCT Applicant’s Guide provides details



35 U.S.C. 371(c) Requirements

(1)
(2)

(3)
(4)

(5)

Basic national fee

Copy of the international application as filed and
an English translation, if applicable

Article 19 amendments, if any, and an English
translation, if applicable

Oath/declaration complying with 35 U.S.C. 115
and 37 CFR 1.497

English translation of any annexes to the
IPER/IPRP (amendments), if applicable
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